\( IMHj.mIi 01/17/07 4239-64828-02 637630 E-l 63-2002/2 -US-02 



RATI ' 1 1 

Attorney Reference No. 4239-64828-02 



IN THE UNITED STATES PA I IN I AND I RAI )EMARK ( )ITI( I 

In re application of: Blackshear et al. 
Application No. 10/511,362 
Filed: October 15,2004 

Confirmation No. 3754 FILED VIA EFS 

For: COMPOSITIONS AND METHODS FOR 

DIAGNOSTICS AND THERAPEUTICS 

FOR HYDROCEPHALUS 
I \;nuiiier: Quang Nguyen 
Art Unit: 2877 

Attorney Reference No. 4239-64828-02 



SUBMITTED USINU THE blU-X IRONIC FILING SYSTEM 

UNITED STATES PATENT AND TRADEMARK OFFICE 



RFNKWFD PETITION UNDER 37 CI R 1.10 

Applicants received a Decision on Petition Under 37 CFR 1.10 ("Decision") dated November 
17, 2006, for the application referenced above; a copy the Decision is attached as Exhibit A. The 
Decision acknowledges that the Petition to Correct Filing Receipt (Petition) submitted on June 21, 
2005, satisfies 37 CFR 1.10(d)(1) and (2). However, in order to satisfy 37 CFR 1.10(d)(3) any 
showing made by Applicants pursuant to this paragraph "must be corroborated by evidence from the 
USPS or that came into being and within one business day after deposit of the correspondence in the 
"Express Mail Post Office to Addressee" service of the USPS." 



As stated in the original Petition, Applicants believe that the erroneous filing date on the Filing 
Receipt arose because the Express Mail receipt was incorrectly dated October 14, 2004, by the United 
States Postal Service ("USPS"), thereby giving Applicants a filing date that is earlier than the true 
filing date (which is October 15, 2004). Applicants submit herewith as Exhibit B an invoice from the 
USPS showing that the subject application marked with Express Mail Label No. EV 514604915 US 
was mailed on October 15, 2004. Applicants believe this is the required evidence from the USPS. The 
invoice date corresponding to Express Mail Label No. EV 514604915 US further matches the date of 
deposit listed on the following documents, which are provided in support of the petition: 
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(i) Exhibit C - Transmittal Letter, dated October 1 5, 2004, which was submitted to the 
Patent Office with this application on October 15, 2004; 

(ii) Exhibit D - USPS Track & Confirm, confirming that the package containing the 
application was accepted on October 15, 2004; 

(iii) Exhibit E - First page of a Preliminary Amendment, which was submitted to the 
Patent Office with this application on October 15, 2004, and which includes a 
Certificate of Express Mailing dated October 15, 2004; 

(iv) Exhibit F - Two true copies of the "Express Mail" mailing label showing the "Date 
of Deposit" at the bottom of the label, correctly handwritten by Applicants' 
representative, as October 15, 2004 before deposit (top copy); and (bottom copy 
only) from after the package label was completed by an employee of the USPS, 
showing the "date-in" incorrectly entered by the USPS as October 14, 2004; and 

(v) Exhibit G - A true copy of an internal Klarquist Sparkman "mail log" indicating that 
documents corresponding to attorney matter number 4239-64828-02 were deposited 
by Express Mail on October 1 5, 2004. 

By this Renewed Petition, Applicants request that the USPTO correct the filing date of the 
application and issue a corrected official Filing Receipt, showing that the filing date is October 15, 
2004. Applicants paid the $130 petition fee (37 CFR 1, 17(h)) with the Petition to Correct Filing 
Receipt submitted on June 21, 2005, and believe that no additional fees are due. 

Please contact the undersigned if any further information is required. 

Respectfully submitted, 

One World Trade Center, Suite 1600 
121 S.W. Salmon Street 
Portland, Oregon 97204 
Telephone: (503) 595-5300 
Facsimile: (503) 595-5301 



KLARQUIST SPARKMAN, LLP 

By 



Anne Carlson, Ph.D. 
Registration No. 47,472 
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In re Application of 
BLACKSHEAR et al. 
U.S. App. No.: 10/511,362 
PCTNo.: PCTYUS03/12348 



DECISION ON PETITION 
UNDER 37 CFR 1.10 



Int. Filing Date; 18 April 2003 

Priority Date: 19 April 2002 

Attorney Docket No.: 4239-64828-02 

For: COMPOSITIONS AND METHODS FOR 

DIAGNOSTICS AND THERAPEUTICS 

FOR HYDROCEPHALUS 



This decision is issued in response to applicants' 'Renewed Petition under 37 CFR 
1.10" which is being treated as a petition under 37 CFR 1.10(d) fded 18 September 2006 
requesting that the above -identified application be accorded a (35 U.S.C.) 371(c) filing date 
of 15 October 2004. Petitioner states that the application was deposited via "Express Mail" 
pursuant to 37 CFR 1.10. 



On 14 October 2004, applicants filed a transmittal letter for entry into the national 
stage in the United States, which accompanied by, inter alia: the requisite basic national 
fee as required by 35 U.S.C. 371(c)(1); a copy of the international application; and an 
executed declaration. 

On 25 April 2005, a Notification of Acceptance was issued identifying the 35 U.S.C. 
371(c) date as 14 October 2004. Subsequently, an Official Filing Receipt was issued 
indicating a "FILING DATE" of 14 October 2004, 

On 23 June 2005, applicants filed a "Petition to Correct Filing Receipt." Petitioner 
avers that the application was deposited via "Express Mail" pursuant to 37 CFR 1.10 on 15 
October 2004, rather than 14 October 2004. In a decision dated 14 July 2006, applicants' 
request was dismissed without prejudice. 

On 18 September 2006, applicant filed a "Renewed Petition under 37 CFR 1.10." 



BACKGROUND 



EXHIBIT 
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DIS CUS SION 

Applicant presently requests that the USPTO accord the above- identified national 
singe application a 35 U.S.C. 371(c) filing date of 15 October 2004, A review of the file 
, ., .ii- - ! .,: :h.- OO/EO/US correctly accorded an 35 U.S.C. 371(c) filing date of 14 October 
200 1 pursuant to 1.10(a). In the subject petition, applicants argue that the USPS 
incorrectly entered the "date-in" on the Express Mail label. 37 CFR 1.10(d) allows an 
applicant l.o petition to correct an incorrectly entered "date-in" of an Express Mail receipt 
and states that: 

37 CFR 1.10(d) provides: 

(<1) Any person filing correspondence under this snot ion thai was 
received by the Office and delivered by the "Impress Mail Post < M'iiee 
to Addressee" service af the USPS, who can show that the "date-in" 
on the "Express Mail" mailing label or other official notation entered 
by the USPS was incorrectly entered or omitted by the USPS, may 
petition the Commissioner to accord the correspondence a filing date 
as of the date the correspondence is shown to have been deposited 
with the USPS, provided that: 

(1) The petition is filed promptly .after the person becomes aware that, 
the Office has accorded, or will accord, a filing date based upon an incorrect 
entry by the USPS; 

(2) The number of the "Express Mad" maihog label was placed on the 
paper(s) or fee(s) that constitute the correspondence prior to the original 
mailing by "Express Mail"; and 

(3) The petition includes a showing which establishes, to the 
satisfaction of the Commissioner, that the requested filing date was the date 
the correspondence was deposited in "Express Mail Post Office to Addressee" 
service prior to the last scheduled pickup for that day. Any showing 
pursuant to this paragraph must be corroborated by evidence from the USPS 
or that came into being within one business day after deposit of the 
correspondence in the "Express Mail Post Office to Addressee" service of the 
USPS. 

The petition here was filed promptly after applicant learned of the 15 October 2004 
35 U.S.C. 371(c) filing date; 37 CFR 1.10(d)(1) is therefore satisfied. 

As noted above, the application materials included a certificate of mailing which 
listed the "Express Mad" label number used. Applicant has therefore satisfied the 
requirement of 37 CFR 1.10(d)(2). 

A review of the application papers filed in the present application reveals that 
Express Mail label "EV514904915US" was placed on the Transmittal Letter (PTOU390) 
prior to mailing thereof. The "Addressee Copy" of Express Mail label no. 
"EV514904915US" shows a "date in" of 14 October 2004. However, information obtained 
from the United States Postal Service (USPS) Express Mail database shows that 
"EV514904915US" was accepted by the USPS on 15 October 2004. 
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In view of the discrepancy between the 14 October 2005 date shown in the Customer 
Copy of Express Mail label "EV5J 49049 15US" and the 15 October 200 1 date .shown m the 
I ISPS database, it would not be appropriate to grant applicant's request to accord the 
present application a 15 October 2004 filing date at this time. Moreover, no corroborative 
evidence that came into being after the deposit and within one business day of the 
correspondence in the "Express Mail Post Office to Addressee" service of the USPS has been 
presented. Accordingly, it is inappropriate, on the present record, to accord a filing date of 
15 October 2004. 



Applicants' petition under 37 CFR 1.10(d) requesting that a fding date of 15 October 
2004 is DISMISSED without prejudice. 

Any reconsideration on the merits of this petition must be filed within TWO (2) 
MONTHS from the mail date of this decision. Any reconsideration request should include 
a cover letter entitled "Renewed Petition Under 37 CFR 1.10." 

Any further correspondence with respect to this matter should bn addressed to- 
Mail Stop POT, Commissioner for Patents, Office of PCT Legal Administration, P.O. Box 
1450, Alexandria, Virginia 223 13- i 450, with the contents of the letter marked to the 
attention of the Office of PCT Legal Administration. 



Anthony Smith 
Attorney-Advisor 

Office of PCT Legal Administration 
Tel: (571) 272-3298 
Fax: (571) 273-0459 
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EXHIBIT 



AC/WD* «M KV1V04 42J9*4l2l-02 



m a , h , nd P.vau60^y »us 

>ATE OP DEPOSIT: Octobot lUWT 



-to o i MMna ut 6 » «>uuua kwwt tumuuh owa 

TRANSMITTAL LETTER TO THE UNITED STATES 

DESIGNATED/ELECTED OFFICE (DO/EO/US) 
CONCERNING A FILING UNDER 35 U.S.C. § 371 



PCT/US03/12348 



INTERN ATKDNALFIUNO DATE 
18 April 2003 



NotyttaMifMd 

19 April 2002 



COMPOSITIONS AND METHODS FOR DIAGNOSTICS AND THERAPEUTICS FOR HYDROCEPHALUS 



APPIJCANT(8) FOR DO/KVUt 

1. B TMiiMniWsiJniite^ 

2, O This is • SECOND or SUBSEQUENT submission of items concerning s Wing uwhsr 15 U.S.C, | 371. 



3, EI This is sn expreu request to 

4. H 



ss (35 IU.C» 371(f)) *"»y 



rather dun delay exsmintfior, until the expiration of the applicable tims limit Ml in 33 UA.C. 
| J71(b) and PCT Artkkn 22 and 39(1). 

A proper Demand for International Preliminary Examination w*» made by the 19" month from ttw earttest claimad 

5. B A copy of the lrrt*rnatior»l Application ae Med (35 VXC. 1 371(e)(2)) 

,. |gj U transmitted herewith (larruirad only if not transmitted by the rntematiorial Bureau). 

b. □ has bom trnwrntttBd by the Intentttknal Bureau. 

c . 0 is not retired, aa the tppUoHkm wm AM In the Unh«4 Sale. 1U«^ OfTk. fJUVUS). 

6 . □ A mmtbtion of the International Application Into English (33 U.S.C. 1 371(c)(2)). 

7. B Amendment, to the claim, of the InterruttioneJ Applied under PCT Artlcie 19 (35 U.S.C. J 371(cX3)) 



h. O it*** fc*wn transmitted by the fat 

c. □ Invent 

d. H *> 

g. □ A translation of the amendments to the claims under PCT Article 19 (35 U.S.C. i 371(c)(3)). 
9. H ADeelaratkmof Inventory 

10 O A translation of the annexes to the taternational Preliminary Examination Report under PCT Article 3« 03 USX. 
S371(cX5)). 



Items 11. to 16. below concern documents) or Information included: 



] An lnfonnalion Disclosure Statement under 37 C.F.R. }} 1 -97 «nd 1 -98- 

3 An alignment document for recording. A separate cover sheet in compliance with 37 C.F.R. 55 3.28 and 331 and the 



Records! fee of $40.00 is included. 

13. H A FIRST pi 
□ A S1XOND or SUBSEQUENT pr 

14. □ A substitute specification. 

15. O A change of power of attorney and/or address tetter. 

16. C 



H Diskette containing an electronic copy of a Sequence Listing. 

H Paper copy of the Sequence listing. 25 P«ge*. 

H Statement in Compliance verifying the identify of the above copies. 

EVSlMbOiHlSUS. 



EXHIBIT 



M/WDNigte KVIWM 423«-*4l2l-Oi 



EXPRESS MAID EL NO. EV5M604915US 
DATE OFDEPOSIT: Octobs* 15, 2004 



Not yet assigned 



I PCTAJS03/12348 



4239-64828-02 



CALCULATIONS .rrofontr, 



■ASIC NATIONAL FU (37 C.fJt H M»2(.XiM»))) 

Neither UiUtmatiorisJ Preliminary Examination fc* (17 C.F.R | 1412) 
not International Saaroh fas (37 C.F.R | I 445<iX2)) p«td to USPTO 
and mtsmsrionsl Search Report not prepared by the EPO or JPO 



n to. (37 C.F.R. | 1 .412) not paid to 
USPTO but International Search Report preparsd by th* BFO or JPO.... 



• fa (37 C.F.R. | 1 .412) not paid to USPTO 
*> USPTO M ar 



al Ssarch «h (37 C.F.R. | 1 .44 J(i)(2)) paid 



paid to USPTO (3 7 C.F.R, 1.412) 



but 111 claims did not satisfy provisions of PCT Article 330H4)... 



m fee paid to USPTO (37 C.F.R. | J .412) 
»nd ill claims uttificd ptovlilom ofPCT Article 33(1H4)..„ 



ENTER APPROPRIATE BASIC FEE AMOUNT - 



Surcharge of $ 1 30.00 for furnishing the oath or declaration later than Q~20 Q 30 
month! from the earliest claimed priority date (37 C.F.R. | ) .492(e)). 



NUMBER FILED 



NUMBER EXTRA 



Independent Claim 



MULTIPLE DEPENDENT CLAIM(S) (If app icabk) 



TOTAL OF ABOVE CALCULATIONS ■ 



□ Reduction of 1/2 for filing by im.ll entity. Small entity Matut it claimed for thti 



Proccuing fee of SI 30.00 for furnishing the Engllih trvuUtion later than □ 30 □ 30 
Monthi from the eariieat cUlmed priority date (37 C.F.R. » I -492(f)). 



TOTAL NATIONAL FEE - 



nt (37 C.F.M1 -21(h)). The 
et(37CFR »3-2», 331). 



$40 .00 per property. t ♦ 



TOTAL FEES ENCLOSED - 



a. ESI A check in the amount of i 1.7?$,QQ to cover the above feet is enclosed. 

b. □ Pkate charge irry Dcpo.it Account No. in the amount of S to cover the above fees. A duplicate copy of this (heel 

is enclosed. 

ct3 The Director U hereby suthorized to charge any additional feet that may be required, or credit any overpayment, to Deposit 
Account No. SHr4m A duplicate copy of this sheet is enclosed. 



NOTE: Where an appropriate time limit under 37 C.FJL 5 1.494 or J 1.495 has sot beta net, a petftkm to rtvrve (37 CFJL 1 1.137(a) 
or (h)) murt be filed .nd gr.nted to re.tore the sppllcatioa to podlng state*. 

SIGNATURE * 



SEND ALL CORRESPONDENCE TO THE ADDRESS ASSOCIATED WITH 

CUSTOMER NUMBER 36218 

KLARQU1ST SPARKMAN, LLP 
One Work) Trade Center, Suite 1600 
121 S.W. Salmon Street 
Portland, OR 97204-2988 
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cc: Docketing 



USPS - Track & Confirm 
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Track & Confirm 



Shipment Details 

You entered EV51 4604 915US 



Track & Confirm 
Enter ItM number. 




Track l> Confirm FAQe £ 



files offline. 



Here is what happened earlier. 

. ARRIVAL AT PICK-UP-POINT, October 17, 2004. 7:16 am, 

ALEXANDRIA, VA 22313 
. ARRIVAL AT UNIT, October 17, 2004, 6:59 am, DULLES. VA 

20102 

. ENROUTE, October 16, 2004. 7:01 pm, DULLES, VA 20102 
. ENROUTE, October 15, 2004, 6:48 pm, PORTLAND, OR 97238 
• ACCEPTANCE, October 15, 2004, 4:33 pm. PORTLAND, OR 
97205 



Notification Options 

► Request Proof of Delivery MwtlitWT C*D 
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POSTAL INSPECTORS 
Preserving ths Trust 
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Attornc^Plfcrcncc Number 4239-64828-02 

Express Mail Eabcl No, KVM4MM0EM IS 
Date of Deposit: October 15, 2004 



IN Till: t Mil DXIAII S I 'ATI -.NT AND TRADEMARK OFFICE 



In re application of: lilarkshcar ct al. 
Application No. Not yet assigned 
Filed: Herewith 

Confirmation No. Not yet assigned 

For: COMPOSITIONS AND METHODS FOR 

I )I A( iN( )STI( 'S ANI ) 1 I IER A1T.I fTK 'S IT )R 

HYDROCEPHALUS 
Examiner: Not yet assigned 
Art Unit: Not yet assigned 
Attorney Reference No. 4239-64828-02 



< i Kill M Al! Dl 1 Xl'Kl SS MAI! INl. 

I hereby certify thai this papa and the documents referred to 
m being attached or enclosed herewith art being dejx wited 
with the United States Postal Service u Expreat Mill Label 
No, EVJI46049I5US in an envelope addreisul to MAIL 
STOP PCT, COMMISSIONER FOR PATENTS, P.< ) BOX 
1450, ALEXANDRIA, VA 22313-1450 on the date shown 



Date Mailed _Qgtpber 15, 2004 _ 



MAIL STOP PCT 
COMMISSIONER FOR PATENTS 
P.O. BOX 1450 

ALEXANDRIA, VA 22313-1450 



PRELIMINARY AMENDMENT 



Prior to calculation of the filing fee and examination of the above-referenced application, please 
amend the application as follows: 



Amendments to the Specification begin on page 2. 



Amendments to the Claims are reflected in the listing of claims, which begins on page 3. 



Remarks begin on page 11. 
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MAIL 

umno srtnx postal uuvki* Post Off iceTo Addressee 



KLAfcQUIST SPARKKAN_LLP; 
121 SW SALMON 
PORTLAND 

4239-64828-02 
WDN/GLB: gte 
Date of Deposit: 




.MAIL STOP PCT " _ 

COMMISSIONER FOR PATENTS 



■ rt 




\\.A**iUiST SPAkKMAK LLP 

^ iAL«UN ST STt loOO 

H.jr.Tl AM OR 
4239-64828-02 
WDN/GLB: gte 
Date of Deposit 



CERTIFICATION 



State of Oregon 

County of Multnornfth 

On this \ $ day of S> tg> k^WWv7 20()6, I Garrett Hinesley . Notary Public in and for the 
State and County first named above, certify that the attached one page document is a true, exact, 
complete and unaltered photocopy of the original Express Mail Label number EV 514604915 
US, relative to the patent application listed on the accompanying Renewed Petition Under 37 
CRF 1.10. 

In witness whereof, I have set my hand and seal on this _J2 da y oS^pWn^iCV , 2006. 




[NOTARY SEAL] 



SENDER MATTER NUMBER COURIER 



DATE 





CERTIFICATION 



Stale of Oregon 

( 'ounty of Multnomah 

On this of "^g>AvxOrv| 2007, 1 Garrett Hineslev. Notary Public in and for the 

State and County first named above, certify that the attached page is a true, exact, complete and 
unaltered photocopy of the original Mail Log, relative to patent application referred to by 
Applicant matter number 4239-64828-02 listed in the accompanying documents. 



In witness whereof, I have set my hand and seal on this n^ayo £fcmU' 



Slfe. OFFICIAL SEAL 

- 

MY COMMISSION EXPIRES MAR. 29, 2 




[NOTARY SEAL] 



